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DETAILED ACTION 

Response to Amendment 

Responsive to Amendment filed March 2, 2009. Claims 1, 2, 9, 13, 17, 21, 23, 28, 32, 38, and 
43 have been amended. Claims 47-67 were canceled. Claims 1-46 remain pending. 



Response to Arguments 

1 . Applicant's arguments have been fully considered but they are not persuasive. 
• In the remarks, the Applicant argues with substance: 

Argument: Regarding the 112 rejections, the claims features identified in the Office 
action have proper antecedent basis and the claims satisfy the requirements of 112 2 nd . 
In response, the Examiner respectfully disagrees and asserts that the claims are 
indefinite as follows: 

Regarding claim 2: the limitations "a request" and "information" lack proper antecedent 
basis since both terms are recited in parent claim 1 . Proper antecedence needs to be shown by 
amending these terms to include either "the" or "said" before the terms in question. If these 
limitations are different than what is being claimed in claim 1 then an amendment to claim 2 is 
needed (i.e. a second request, a second information). 

Regarding claim 7: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
to include either "the" or "said' before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 7 is needed (i.e. a second information). 

Regarding claim 9: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
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to include either "the" or "said" before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 9 is needed (i.e. a second information). 

Regarding claim 10: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
to include either "the" or "said' before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 10 is needed (i.e. a second 
information). 

Regarding claim 1 1 : the limitations "a request", "information" lack proper antecedent 
basis since these terms are recited in parent claim 1 . Proper antecedence needs to be shown 
by amending these terms to include either "the" or "said' before the terms in question. If these 
limitations are different than what is being claimed in claim 1 then an amendment to claim 10 is 
needed (i.e. a second request a second information). 

Regarding claim 12: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
to include either "the" or "said' before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 12 is needed (i.e. a second 
information). 

Regarding claim 13: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
to include either "the" or "said' before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 13 is needed (i.e. a second 
information). 

Regarding claim 14: the limitation "a user selection " lacks proper antecedent basis since 
this term is recited in parent claims 1 and 11. Proper antecedence needs to be shown by 
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amending this term to include either "the" or "said" before the term in question. If this limitation 
is different than what is being claimed in claims 1 and 11 then an amendment to claim 14 is 
needed (i.e. a second user selection). 

Regarding claim 15: the limitation "information" lacks proper antecedent basis since this 
term is recited in parent claim 1. Proper antecedence needs to be shown by amending this term 
to include either "the" or "said' before the term in question. If this limitation is different than what 
is being claimed in claim 1 then an amendment to claim 15 is needed (i.e. a second 
information). 

Regarding claim 16: the limitations "information", "a user", lack proper antecedent basis 
since these terms are recited in parent claim 1 and 1 1 . Proper antecedence needs to be shown 
by amending these terms to include either "the" or "said' before the terms in question. If these 
limitations are different than what is being claimed in claims 1 and 1 1 then an amendment to 
claim 10 is needed (i.e. a second information, a second user). 

Claims 17-46 contain similar 1 12 issues. The Applicant is requested to carefully review 
all pending claims to ensure that they comply with the requirement of 1 12 2 nd paragraph. 

• Applicant's arguments in view of the prior art have been considered but are moot in view 
of the new ground(s) of rejection. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 10/15/03, 06/20/05, 12/01/06, 
and 07/18/07 are being considered by the examiner. 
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Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-46 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

Claim 2: the limitations "a request", "information" lack proper antecedent basis; 
Claim 7: the limitation "information" lacks proper antecedent basis; 
Claim 9: the limitations "information", lack proper antecedent basis; 
Claim 10: the limitations "information", lack proper antecedent basis; 
Claim 1 1 : the limitations "a request", "information" lack proper antecedent basis; 
Claim 12: the limitations "the information", lack proper antecedent basis; 
Claim 13: the limitations "the information", lack proper antecedent basis; 
Claim 14: the limitation "a user selection" lacks proper antecedent basis; 
Claim 15: the limitations "the information", lack proper antecedent basis; 
Claim 16: the limitation "information", "a user", lack proper antecedent basis. 
Claims 17-46 contain similar 1 12 issues. 

The Applicant is requested to carefully review all pending claims to ensure that they 
comply with the requirement of 1 12 2 nd paragraph. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered therein were made absent any 

evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 

the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 1 02(e), (f) or (g) prior art under 35 U.S.C. 1 03(a). 

5. Claims 1-46 are rejected under 35 U.S.C. 102(e) as being anticipated by Frank et al (US 
Patent 7,1 17,199) in view of LeBrun et al (US 5,191,525). 

6. As per claim 1, Frank et al teach a method comprising: 

presenting an interactive, graphical depiction of a form through a computer network and 
allowing for selection of a desired location on the form (at least column 1 , lines 34-41 ; map); 

receiving a request for information relating to a location on the form selected by a user, 
the selection and the request being made through interaction with the graphical depiction of the 
form (at least column 1, lines 34-41, column 6, lines 18-29; user query via map, also by 
clicking on map); and 

delivering information to the user through the network in response to the request wherein 
the delivered information includes at least one of the following relating to the selected form 
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location: planning information, consulting materials, research, and compliance information (at 
least column 1, lines 20-27, 41-67; documents retrieved relating to user query). 

Frank et al teach a graphical depiction of a form such as a map but fails to teach wherein 
the form is a document with one or more areas for insertion of information. However, LeBrun et 
al teach an image of a tax form (see at least fig 6). It would have been obvious to one of 
ordinary skill in the art at the time of the Applicant's invention to combine LeBrun et al with 
Frank et al because doing so would allow for information on a particular region of the tax form to 
be displayed. 

7. As per claim 2, Frank et al further teach: 

receiving a request for information relating to a second (at least column 27, line 35- 
column 28, line 10; subsequent interactions) selected location on the form selected by the 
user through another interaction by the user with the graphical depiction of the form (at least 
column 1 , lines 34-41 ; map); and delivering additional information to the user through the 
network, wherein the additional information includes at least one of the following relating to the 
second selected form location: planning information, consulting materials, research or 
compliance information least column 1, lines 20-27, 41-67; documents retrieved relating to 
user query). 

8. As per claim 3, Frank et al fails to teach wherein the form comprises a tax form. 
However, LeBrun et al teach an image of a tax form (see at least fig 6). It would have been 
obvious to one of ordinary skill in the art at the time of the Applicant's invention to combine 
LeBrun et al with Frank et al because doing so would allow for information on a particular region 
of the tax form to be displayed. 
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9. As per claim 4, Frank et al teach wherein the selected form location corresponds to a 
section of the form identified by an alphanumeric designation (at least column 6, line 40-45, 
column 7, line 3-7, column 8, lines 8-18). 

10. As per claim 5, Frank et al teach retrieving, from a database, ideas that are linked to the 
selected form location; and delivering the ideas to the user through the network (at least 
column 1, line 61-column 2, line 16; documents are ranked). 

11. As per claim 6, Frank et al teach including providing to the user a list of hyperlinks for 
information from third-parties that relates to the selected form location (at least column 1, lines 
50-56). 

12. As per claim 7, Frank et al teach wherein at least one of the hyperlinks provides access 
to pages that are pre-populated with information relating to the selected form location (at least 
column 1, lines 50-56, column 5, line 59-column 6, line 10). 

13. As per claim 8, Frank et al teach wherein at least one of the hyperlinks provides access 
to information from subscription-based services (at least column 13, lines 6-16). 

14. As per claim 9, Frank et al teach wherein at least one of the hyperlinks provides access 
to pages created based on a search of information contained in the ideas (at least column 1, 
line 50-column 2, line 17, column 5, line 59-column 6, line 10). 
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15. As per claim 10, Frank et al teach receiving an indication of the user's selection of a 
hyperlink in the list; authenticating the user to a third-party site associated with the selected 
hyperlink in a manner that is transparent to the user; and providing to the user information 
relating to the selected form location, wherein the provided information is obtained from the 
third-party site (at least column 13, lines 6-32, column 5, line 59-column 6, line 10). 

16. As per claim 1 1 , Frank et al teach presenting an interactive depiction of a map through 
the network and allowing for selection of a desired jurisdiction (at least column 1, lines 34-41; 
map); receiving a request for information relating to a selected geographic location on the map 
in response to the user's interaction with the depiction of the map (at least column 1, lines 34- 
41, column 6, lines 18-29; user query via map); and delivering additional information to the 
user through the network, wherein the additional information relates to the selected geographic 
location (at least column 1, lines 20-27, 41-67; documents retrieved relating to user query). 

17. As per claim 12, Frank et al fail to teach wherein the form comprises a tax form, and 
wherein the information relating to the selected form location and the additional information 
relating to the selected geographic location comprise tax-related information. However, in the 
same field of endeavor, LeBrun et al teach an image of a tax form (see at least fig 6). It would 
have been obvious to one of ordinary skill in the art at the time of the Applicant's invention to 
combine LeBrun et al with Frank et al because doing so would allow for information on a 
particular region of the tax form to be displayed. 



18. As per claim 13, Frank et al teach wherein the form relates to a specified subject, (at 
least column 1, lines 20-67; documents retrieved relating to user query) but fails to teach 
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wherein the information relating to the selected form location and the additional information 
relating to the selected geographic location comprise one or more sources of law relating to the 
specified subject, the sources of law including at least one relevant statutes, regulations or legal 
decisions. However, it would have been obvious to one of ordinary skill in the art to include this 
limitation in Frank et al as modified by LeBrun et al above because doing so would allow for tax 
regulations for a particular part of the tax form to be displayed. 

19. As per claim 14, Frank et al teach wherein presenting the interactive map occurs in 
response to receiving a user selection from among a plurality of available interactive maps (at 
least column 7, lines 30-62, column 6, lines 30-63). 

20. As per claim 15, Frank et al teach wherein the form relates to a specified subject and 
wherein the interactive map comprises a plurality of geographic regions about which information 
relating to the specified subject may be obtained, the method including delivering to a user, 
through the network, information relating to the specified subject and associated with a 
particular geographic region selected by the user (at least column 1, lines 34-56). 

21 . As per claim 16, Frank et al teach wherein the form relates to a specified subject and 
wherein the interactive map depicts a plurality of countries (at least fig 2) about which 
information relating to the specified subject may be obtained, the method including delivering to 
a user through the network information relating to the specified subject and associated with a 
particular country selected by the user (at least column 1, lines 34-56, fig 2, column 6, lines 
30-63). 
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22. As per claims 17-46, these claims contain similar limitations as claims 1-16 above and 
therefore are rejected under the same rationale. 



Conclusion 

Examiner's Note: The Examiner has cited specific citations in the reference(s) as applied 
to the claim(s) above for the convenience of the Applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the 
individual claim, other passages and figures may apply as well. It is respectfully requested that 
the Applicant, in preparing their response, fully consider the references in entirety as potentially 
teaching all or part of the claimed invention, as well as the context of the passage as taught by 
the prior art or disclosed by the examiner. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The examiner 
can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ryan Zeender can be reached on (571 ) 272-6790. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ramsey Refai 
May 21, 2009 
/Ramsey Refai/ 
Examiner, Art Unit 3627 



